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3) 0 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
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Application Papers 
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DETAILED ACTION 
Response to Amendment 

The examiner is in receipt of applicants response to office action mailed 
10/30/2006, which was received 3/5/2007. Acknowledgement is made to the 
amendment the amendment to claims 1 ,8, and 9 leaving claims 1 ,2,4-9 as pending in 
the instant application. Applicant's remarks and amendments have been carefully 
considered and were found to be persuasive, however, after further searching a new 
grounds of rejection is provided below which was necessitated by amendment. The 
examiner notes that the USC 112 rejection was not addressed by applicant and is 
restated below: 

Priority 

The later-filed application must be an application for a patent for an invention, 
which is also disclosed, in the prior application (the parent or original nonprovisional 
application or provisional application). The disclosure of the invention in the parent 
application and in the later-filed application must be sufficient to comply with the 
requirements of the first paragraph of 35 U.S.C. 112. See Transco Products, Inc, v. 
Performance Contracting, Inc., 38 F.3d 551, 32 USPQ2d 1077 (Fed. Cir. 1994). 

The disclosure of the prior-filed application, Application No. 60/138,509, fails to 
provide adequate support or enablement in the manner provided by the first paragraph 
of 35 U.S.C. 1 12 for one or more claims of this application. In this case the provisional 
application does not provided support for bidding in "spot markets" as described in the 
claims and specification pages 18 and 19 with particular attention to the feature 
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preventing tlie requester from accepting the identical response after the session is 
terminated. 

Claim Rejections - 35 USC §112 

Claims 1 and 8 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter, 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. Although there is support for a buyer's 
session being terminated, there is not support for limiting this termination to the buyer 
(specification page 19, lines 11-14). 

Examiner's Note 

Examiner has cited particular columns and line numbers or figures in the 
references as applied to the claims below for the convenience of the applicant. 
Although the specified citations are representative of the teachings in the art and are 
applied to the specific limitations within the individual claim, other passages and figures 
may apply as well. It is respectfully requested from the applicant, in preparing the 
responses, to fully consider the references in entirety as potentially teaching all or part 
of the claimed invention, as well as the context of the passage as taught by the prior art 
or disclosed by the examiner. 



Ciaim Rejections - 35 USC § 103 
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The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, If the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1,2,4-9 are rejected under 35 U.S.C. 103(a) as being unpatentable 

over Shoham et al (6,584,451) in view of Official Notice and further in view of 

In regards to claims 1,2,4-9, Shoham teaches all the features of the instant 
claims except as noted below. For instants, Shoham discloses saving pricing schedules 
to a database for a third party to provide responses to RFQs (col 5, lines 15-65, Fig 1), 
receiving a request after the schedules have been saved in the database (FIG 4), 
preventing a requester from accepting the identified response after the session is 
terminated by the requester (col 6, lines 1-8, since the buyer needs to be committed (in 
session) in order to maintain the current schedule, withdrawing or terminated the 
session would result in the buyer being subject to a new schedule if they decide to enter 
a new session) and preventing a service provider from modifying the set of responses 
during the session (col 6, lines 1-8). 

Shoham discloses a method and system according to claim 1,8 and 9 as 
indicated supra, but does not specifically mention that the sales area is limited by the 
seller. Hanson teaches matching buyers to sellers in a specified geographical region 
(Hanson, FIG 3). It would have been obvious to a person having ordinary skill in the art 
at the time of the invention to include in Shoham limiting the area that a seller wishes to 
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target, because this will reduce costs and increase revenue by only selling to buyers 
who are desirable to the seller and eliminate responses to buyers who do not qualify. 

In regards to claims 1,2,4-9, Shoham discloses a method and system according 
to claim 1 ,8 and 9 as indicated supra. Shoham does not expressly disclose the 
purchasing of telecommunication services. Shoham does disclose online sales useful 
for a plurality of generic goods and services (Shoham: abstract). The differences, not 
including telecommunication services explicitly is only found in the non-functional data 
stored. Data identifying a product useful to a particular business is not functionally 
related to the substrate of the invention. Thus, this descriptive material will not 
distinguish the claimed invention from the prior art in terms of patentability, see Cf. In re 
Gulack, 703 F.2d 1381, 1385, 217 USPQ401, 404 (Fed. Cir. 1983); In re Lowry, 32 
F.3d 1579, 32 USPQ2d 1031 (Fed. Cir. 1994). 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to store any data in the fields of the invention as shown 
in Shoham, because such data does not functionally relate to the substrate of the 
invention and merely labeling the data differently from that in the prior art would have 
been obvious matter of design choice. See In re Kuhle, 526 F.2d 553, 555, 188 USPQ 
7, 9(CCPA1975). 

Response to Arguments 

Applicant's arguments with respect to claims 1,2,4-9 have been considered but 
are moot in view of the new ground(s) of rejection. 
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Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Mark Fadok whose telephone number is 571.272.6755. 
The examiner can normally be reached Monday thru Friday 8:00 AM to 5:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jeffrey A. Smith can be reached on 571.272.6763. 

Any response to this action should be mailed to: 

Commissioner for Patents 



Art Unit: 3625 



P.O. Box 1450 



Alexandria, Va. 22313-1450 



or faxed to: 



571-273-8300 



[Official communications; including 



After Final communications labeled 
"Box AF"] 

For general questions the receptionist can be reached at 
571.272.3600 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




Mark Fadok 



Primary Examiner 



